REMARKS / ARGUMENTS 



Ciaim 4 is currently under consideration in this appiication, but not inciuded in any 
reiectfon. However, Applicants note that the Office action summary indicates that daims 1 -6 are 
rejected, but the page 2 of the Oftice acton indicates that rejections and/or objections not 
reiterated frcjm previous office actions are withdrawn. AppUcants request clarifscation of the 
status of claim 4. 

Claims 1-3 and 5-6 were rejected ujider 35 USC 103(a) over Rasia et a! atid Canepa et 
ai in view of Drevs et ai. Applicants request reconsideration of this rejection for tlie reasons that 
foiiow. 

in order to reject ciaims under 35 USC 103, it the PTOs burden to establish that the 
prior art would !ead rhe si^iiied artisan to modify the prior art as required to arrive at the oiaimed 
snvenii.-n and to have a reasonable expectation of success. In re O'Farrreii , 7 USFQ2C1 1673 
(F>a. Cit. :98S.) and DyStar Tex^iff arben G mbH v. CM. Patrick and Co. . 80 USPQ?d 1641 {Fed. 
Cii. ..■'00f.-;t- Syea!?a MPEPC141 <!43< cartjcuiariy 2143,01 and 21^3.02, Tnercfore, it sihe 
Examiner's burden to estabiish that the prior art suggests to substitute FTK787 tor ti-^alidornide 
in the method of treating MDS with a reasonable expectation success. Examiner has not 
alleged ihat tne prior art teaches trvai PTK787 possesses cytoprotective arvJ/or antscvlokine 
propertH,i> ;>,rniSai to ;hc3s« oi thalidrjmide. Therefore, tn order to meet thss burden, tiie Examtr^er 
Tidst establish a noxis beUvte n-).^kicm!de s u{"f>ly for treatf ig MDS af>d the antrangiogentc 
prcpc«-:iei trai FTK7S/ >s aHegea tw sliaro win tn^^.tK^tridp Otnerwfsc. the sktfled artisan wouid 
not have a basis to reasonably expect PTK787 to share t^ialsdomide's utiiity tor treating MDS, 

Applicants assert that Ra^a et a! teaches that thalfdomi(te's cytoprotective and/or 
anifcytokine properaes, aruf not its an^anglogenlc properties, are believed to be tfie prif¥ia*y 
basis for its utility in treating MDS. At the first paragraph of the Discussion wfitch begins on 
page 962, Raza et ai teaches that thalidomide aileviated cytopenias of some patients witti 
iviDS and furltier discioses that the reported study is the latest in a series oi clinical trials 
conducted over 6 years using anticytokine and cytoprotective agents. At page 958, last 
sentence of the \\rst paragraph of tie intrcsduction, Ra2a et al discioses tb?u siibsiarnial 
improvements in the cytopenias of some IVfDS parents resulted frorr? attenH>is to suijpress 
excessive cytoi^ine-mediated apoptosis with cytoprotective and/or anticytol<ine therapies. Based 
on this disclosure, one of rxdinary skill woufd most rea^onabiy uriderstand thai Raza et al 
believed Ihe reported improvement sn the cytopenias of MOS patients to be due primarily to 
thaiidomide's cytoprotective and/or anticytokine properties, and not due to its antiangiogenic 
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. opef 1 t^-'^^of,- t'-^t. I eft rcices do not suggest dnexubbetw(?en*heanti^n^togonic 
propt men of thalidomtoo and >ts uii'ity foi i^atng MDS 

L\jiry^c fi-ft'-e'-rfe thf- Examiner has, aiSod to estrbkslahat he prt,<'CPtty ck^s nea nvoniio'v 
prima facie obvious ovet the oted reference 

Appfjcants request w^thdrawa! of the r^jectori of claims 1 -3 and 5-6 Uixier 35 USC 
103{a) tor the reasons discussed abov^. 

Entry of this amendment reconsideration and aiiowance of the daims are 
res jsectfuiiy requested. 

:Respecto% Siiitoitted, 

George R. Dohmann 
Attorney for Appiicarsts 

Date; September 10, 2009 
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